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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 1 03(a) which fomis the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identicaiiy disciosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
admitted prior art in view of Gold. 

The admitted prior art suggested that it was known at the time the invention was 
made to form a mosaic via a process which included the incorporation of thinner tile 
portions in a greater detailed region and thicker tile pieces in a less detailed portion of 
the mosaic. The process of the prior art included the formation of the mosaic on a paper 
carrier with the subsequent transfer of the mosaic into a thick layer of mortar in order to 
secure the varied thickness pieces onto the substrate. The admitted prior art suggested 
that by using this thick layer of mortar with the pieces were able to be positioned 
wherein the mortar flowed about the varied thicknesses and subsequent to removal of 
the carrier (the paper carrier) the mosaic was presented in a planar or flush 
arrangement. The applicant is refen-ed to the description of Figures 3A-3C in the 
specification. The admitted prior art requires a thick layer of mortar be applied and 
additionally required the cleaning of the facing of the tiles as the earner was not 
removed until subsequent to the setting of the mortar and some mortar will typically 
contact the surface of the tiles in placement. 
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Gold taught that It was known at the time the invention was made to form a 
composite floor design which included the placement of tiles thereon. While the 
reference did not expressly state that the process was useful for forming a mosaic, the 
definition of mosaic is "a surface decoration made by Inlaying small pieces of variously 
colored material to form pictures or patterns" and the reference taught that small pieces 
of tile 16 were arranged to provide a pattern therein on the surface. Gold taught that the 
designs were formed by assembling thick tile pieces 16 with thin vinyl pieces 18 which 
could include greater detail therein than the colored tiles. The process involved the 
application of a substrate 12 having opening therein for receiving the tiles 16 therein on 
a base floor. The reference taught that one skilled in the art would have applied the 
thinner vinyl material onto this base 14 with a suitable adhesive material. The reference 
additionally taught that within the openings 14 of the additional substrate 12 one 
adhered thicker tiles 16 onto the floor base substrate F with a suitable adhesive. The 
reference suggested that one skilled in the art would have employed the backing 
materials on the vinyl substrate in order to allow one to provide a flush and planar 
arrangement for the design. The applicant Is more specifically referred to column 2, 
lines 64-67 where the reference clearly expressed that the sheet material 18 was able 
to fill the upstanding portion of the tiles 16 to bring the effective floor surface up the a 
common level with the top faces of the tiles. The reference suggested that the sheet 
materials 18 were supplied In strips and that these strips were provided with any desired 
detailed design one wished. It should be noted additionally that the vinyl pieces are 
deemed to read on tesserae as the stone, marble, glass terra cotta or like materials 
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were used for the same and vinyl is a typical flooring material utilized in a similar 
manner (and several strips of the material were used in the process). As the backing 12 
enabled the thinner portion to be applied with the other tiles and the resulting assembly 
was level with the other thicker tile portions applied, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to employ the techniques 
of Gold to apply plural thickness tiles to a substrate wherein the finished assembly 
incorporated tiles of varying thickness for varying detail as the use of the backing in 
Gold allowed one to present a level surface without having to apply additional mortar for 
the backing and without having to perform a finishing and/or cleaning step to remove 
excess mortar from the assembly. 

With regard to claims 2-4 and 12-14, one skilled in the art would have been 
expected to utilize conventionally available tile sizes and those specified are 
commonplace in the art. Regarding claims 5 and 15, note that tiles for mosaics are 
typically formed from glass, marble and terra cotta and stone and as such one skilled in 
the art would have been expected to utilize the conventionally available materials. 
Regarding claims 6, 7 and 16, note that one skilled in the art would have understood the 
need for matching the coefficient of thermal expansion of the substrate and the 
additional substrate to that of the tesserae in order to ensure that the materials stayed 
laminated to the substrate when exposed to varying temperature conditions. Regarding 
claims 8-10, the prior art clearly suggested the use of mortar or glue (adhesive) for 
attachment of the various components together. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Jeff H. Aftergut whose telephone number is 571-272- 
1212. The examiner can normally be reached on Monday-Friday 7:15-345 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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